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Adm ni strative Tradenmark Judges.

Opi ni on by Rogers, Adm nistrative Trademark Judge:

Dougl as Mervyn Gray and David W1 I iam Hol | onay,
i ndi vidual citizens and residents of Australia, are the
owners of Registration No. 2562987 for the mark TERMOUT for
goods identified as "biocidal preparations for control and
exterm nation of insects, pests and | arvae, pesticides,
insecticides and termticides, all for agricultural,
donestic, and horticultural use; insect repellents; and pest
repellents,” in Cass 5. The registration issued April 23,
2002 based on Section 44(e) of the Trademark Act, 15 U.S.C

8§ 1126(e), and respondents' ownership of an Australian
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registration for their mark. The USPTO application which
resulted in issuance of respondents' United States
registration included a claimof priority under Section
44(d), 15 U.S.C. 8 1126(d), so that respondents' priority
filing date is Septenber 28, 1999.

Maki ki El ectroni cs has petitioned for cancell ation of
respondents' registration. |In the petition to cancel,
Maki ki El ectronics was identified as a partnershi p conposed
of David H MIller and Joseph WO Lee. Petitioner's brief,
however, reports that the partnership was di ssolved during
t he pendency of this proceeding and that Maki ki Electronics
is now a sole proprietorship of David MIller. Brief, p. 6.
References in this decision to petitioner include both the
partnership and the sole proprietorshinp.

The petition for cancellation is based on petitioner's
claimof use of "the mark TERM OUT in connection with the
sale of insecticide for the extermnation of insects," such
use having been "in connection with sales in intra-state
comerce since at least July, 1971 and in connection with
sales in inter-state commerce since at |east January, 1992."
Petitioner also alleges its "use has been valid and
continuous" and that it has not abandoned use of its mark.
Finally, petitioner alleges that there exists a |ikelihood
that consuners will be confused, m staken or deceived about

the source of the parties' respective goods, because of the



Cancel | ati on No. 92041178

"identity of the respective marks and the rel ated nature of

t he goods. Petitioner attached various materials to its
petition, but itens attached to a pleading (with one
exception not relevant herein) do not formpart of the trial
record in a Board inter partes proceeding, in the absence of
an adm ssion of their authenticity by the non-offering party
in a responsive pleading, or by a stipulation of the
parties, or by proper introduction during trial. See
Trademark Rule 2.122(c) and (d), 37 CF. R 82.122(c) and
(d); see also TBMP Sections 317, 704.05, 704.06 and 706 (2d
ed. rev. 2004).

Respondents, appearing pro se, submtted an answer
alleging that they were not aware of petitioner or its
product until they received notice of this proceeding; that
they believe their mark is legally registered and they want
to maintain the registration; that petitioner was negl ectful
in not seeking to register a mark that it clains to have
used since 1971; that they "exam ned the 'exhibits""
attached to petitioner's pleading and find theminsufficient
to prove continuous use by petitioner of its mark since
1971; and that the exhibits appear to substantiate
"Iinterstate sales ...only ...in 4 or 5 states." Respondents
al so provided a detailed critique of the exhibits attached

to the petition; state that it is not in their best interest

to have a product on the market with a simlar brand nane;
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note that petitioner's mark has a hyphen whil e respondents
mar k does not; assert that their product is a "termticide
dust specifically fornulated for subterranean termte
eradi cation, to be used by professional pest control

operators,” while petitioner's product is used for
eradi cation of drywood termtes, cockroaches and ants, can
be purchased "off the shelf" by non-professionals, and is
sold in aerosol cans; and respondents' hope not "to have to
go through the ...tinme-consum ng and costly process of
finding and regi stering another trademark." Respondents
attached a joint declaration and two exhibits to their
answer. As we have already observed, exhibits attached to a
pl eadi ng, including declarations, do not formpart of the
record except as already noted, usually by being properly
made of record during trial

A Board attorney noted the filing of, and accepted,
respondents' answer, w thout characterization or assessnent
of its contents. Petitioner apparently concluded that the
answer included an affirmati ve defense that petitioner had
abandoned use of its mark and filed a notion for summary
judgnent seeking a ruling that it had not abandoned its
mark. The notion was fully briefed by the parties and then
deni ed by a panel of this Board. The Board order dated
Novenber 4, 2003 denying petitioner's notion specifically

noted that evidence submtted in conjunction with the
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briefing of a notion for summary judgnent did not by virtue
of such subni ssion become part of the record.?

That Board order also reset trial periods.

Petitioner's testinony (or trial) period was set to cl ose on
January 29, 2004. Because the trial period is a 30-day
period, it opened on Decenber 31, 2003.

On Decenber 30, 2003, petitioner filed and served a
"Notice of Reliance on Evidence Submtted Wth Petition to
Cancel and Motion for Sunmmary Judgnent Under 37 CFR
2.122(c)," whereby petitioner stated that it was relying on
(1) the declaration of David M|l er and acconpanyi ng
exhibits A-E previously submtted with the petition to
cancel, and (2) exhibit F submtted with petitioner's notion
for summary judgnent. The notice of reliance was received
by the USPTO on January 2, 2004. Subsequently, and with 20
days still remaining inits trial period, petitioner filed
and served a notice that it would take the deposition of
David MIler on witten questions on January 20, 2004.2 The
deposition was taken as scheduled and resulted in a four-

page transcript with five exhibits. The transcript and

' W agree with the statement in the order denying summary

j udgnent that respondents' answer nust be viewed as constituting
a denial of the allegations of the petition, insofar as
respondents' critique of the petition (with exhibits) did not
contai n any adni ssions.

2 Petitioner's notice that it would take a deposition on witten
guestions was filed and served by first class nail on January 9,
2004 and was received by the USPTO on January 13, 2004.
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exhibits were filed May 27, 2004, two weeks after the cl ose
of the rebuttal testinony period.

Respondents' main 30-day testinony period was schedul ed
to close on March 29, 2004. Thus, it opened on April 30,
2004. Wth a cover letter dated March 24, 2004, respondents
filed and served their "testinony." The subm ssion was
recei ved by the USPTO on April 2, 2004. Respondents
testinony consists of a nine-page joint declaration with
nunmer ous exhi bits.

In their declaration, respondents acknow edge recei pt
of petitioner's notice of reliance and state, in regard to
the material the notice seeks to introduce into the record,
that "[t] hese docunents have previously been comented upon
in our Answer and Summary Judgnent."” I n addition,
respondents acknow edge their "receipt of a Copy of the
Deposition of David MIler on Witten Questions.” In regard
to this item they state that they understand "that the
Questions 1-16 have been conpiled by the petitioner's
Attorney" and then outline "questions which we would |ike
answers to (sone of which were asked of the Petitioner in
the Discovery Period, but not answered)." Respondents
"testinony" then recites 15 questions. Follow ng these

guestions, respondents' declaration sets out their defense,
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including a critique of petitioner's subnissions® and an
expl anation of the significance of respondents' subm ssions,
sone previously submtted by their answer or response to
petitioner's notion for summary judgnent and ot hers
submtted for the first tine with the joint declaration

i ntended as testinony.

The parties' procedurally irregular trial activities,
and their trial subm ssions, raise a host of questions. The
first question is whether petitioner's notice of reliance is
tinmely, inthat it was filed and served one day prior to the
comencenent of its testinony period. W find that it was.

VWiile the notice of reliance was filed and served one
day prior to the opening of petitioner's testinony period,
it did not arrive at the USPTO until after the testinony
peri od had opened. Under the certificate of mailing
procedure utilized by petitioner, see 37 CF.R § 1.8,% the
filing woul d have been considered "tinely" if petitioner was

trying to neet a | oom ng deadline, see 37 CF. R 88

3 ne general criticismis that petitioner's evidence is

i nsufficient and that petitioner failed to provide requested
information or material in response to discovery requests. O
course, the proper way to deal with an adversary that does not
answer discovery requests is to file a notion to conpel under
Tradenmark Rule 2.120(e), 37 CF.R § 2.120(e). Having failed to
do so, respondents cannot now conplain about petitioner's refusal
to answer di scovery requests.

“ Currently, Trademark Rule 2.197, 37 CF.R § 2.197, covers the
filing of first class nmail in trademark matters. Petitioner,
however, used a certificate invoking Rule 1.8, and Tradermark Rul e
works in the sane manner as Rule 1.8. For conveni ence, we

di scuss the rule on which petitioner relied.
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1.8(a)(1)(i) and 1.8(b), and filed the notice of reliance on
or shortly before the |ast day for doing so, even if it
actually arrived after the deadline. |In this instance,
however, petitioner was not attenpting to ensure conpliance
wth a |loom ng deadline, and Rule 1.8 specifies that, apart
from determ ni ng questions of tineliness when a paper filed
under Rule 1.8 is filed near or on a deadline, the "actual
date of receipt will be used for all other purposes.™

Had petitioner filed the notice of reliance in exactly
the way it did, i.e., by first class nmail, but w thout the
certificate of mailing, there would be no question that the
notice was properly filed. W do not see how or why
petitioner can be penalized for filing a notice of reliance
wth a certificate of mailing, which only served as, in
essence, an insurance policy. Further, even if this were
not the case, any objection respondents m ght have had based
on asserted premature filing of the notice should have been

promptly raised. Cf. O Counsel Inc. v. Strictly of Counsel

Chartered, 21 USPQ2d 1555, 1556 n.2 (TTAB 1991) (where

testi nony deposition was taken two days prior to
comencenent of testinony period, |ate objection to
premature taking of deposition held waived, as error could
have been corrected during testinony period had there been a

seasonabl e obj ection).



Cancel | ati on No. 92041178

In sum we find petitioner's notice of reliance to have
been properly filed. A separate question, however, is
whet her the subm ssions nmade under the notice can properly
be introduced into the record by a notice of reliance.

Petitioner used the notice to introduce "the
Decl aration of David H- MIler and exhibits 'A —'FE
submtted therewith with the Petition to Cancel"” as well as
phot ocopi ed pages, nmarked together as exhibit F, that
assertedly had previously been submtted with petitioner's
nmotion for summary judgnent. The affidavit or declaration
of a witness, however, may not be submtted by notice of
reliance, absent a stipulation of the parties or upon notion
granted by the Board. See Trademark Rule 2.123(b), 37
CFR 8 2 123(b), TBMP Sections 703.01(b) and 705 (2d ed.
rev. 2004) and cases cited therein. Accordingly, neither
the MIler declaration nor the exhibits introduced thereby
(exhibits A-E) can be considered, with the possible
exception of any exhibit that could, on its own be submtted
by notice of reliance, as discussed below See Trademark
Rule 2.123(1), 37 CF.R 8 2.123(1), and TBMP Section 706
(2d ed. rev. 2004) and cases cited therein.

O the exhibits attached to the M|l er declaration, one

is a photocopy of a page fromthe Los Angeles Tines of Apri

21, 1994. The page features a photograph of petitioner's

product and an acconpanying article. Though the page bears
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a heading stating that it is an "Advertising Supplenent,"” it
i's nonetheless froma printed publication in general
circulation. Such materials may be introduced by notice of
reliance. See Trademark Rule 2.122(e), 37 CF.R 8
2.122(e). Therefore this exhibit to the MIler declaration
has been consi dered.

As for what petitioner has referred to as "exhibit 'F

filed with the Motion for Summary Judgnent," there is a
di screpancy between the subm ssion made in conjunction with
the notion for sunmary judgnment and that nade with the
notice of reliance. The forner consisted of two photocopied
pages, while the latter consists of four photocopi ed pages
(specifically, the two pages submtted with the notion for
summary judgnent and two additional pages). |In any event,
t he question whether any of the pages submtted with the
notice of reliance can be considered is unrelated to whether
they were previously submtted with the notion for sunmmary
judgnent. As the parties were infornmed by the Board order
denying petitioner's notion for sunmary judgnent, materials
submtted in conjunction with such a notion are not
considered part of the trial record.

The four pages submtted as exhibit F to the notice of
reliance are (1) a photocopy of the May 1, 2003 application

by petitioner to register TERMOUT as a trade nanme with the

Departnent of Commrerce and Consuner Affairs in Hawaii; (2) a

10
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phot ocopy of a "donestic |imted partnership annual
statenent as of Decenber 31, 2001" prepared by petitioner;
and (3) photocopies of two one-page quarterly reports
prepared by petitioner regarding pesticide sales in
California, one covering the quarter ending Decenber 31,
2001, and the other covering the quarter ending March 31,
2002.

We consider petitioner to have submtted the four pages
mar ked as exhibit F as "official records,” in accordance
wth Trademark Rule 2.122(e), 37 CF.R 8§ 2.122(e). W
note, however, that the rule requires subm ssion of "the
official record or a copy thereof whose authenticity is
est abl i shed under the Federal Rule of Evidence." O the
four pages, only one even bears evidence of its actual
filing, as opposed to nere preparation for filing, with a
governnent agency. That is the May 1, 2003 application for
regi stration of TERMOUT as a trade nane, which bears a
| egend that it was filed "5/1/2003 2:14 PM Busi ness
Regi stration Division Dept. of Conmerce and Consuner Affairs
State of Hawaii," which has an assigned registration nunber,
and which bears a signature from an individual of the Hawaili
Departnent of Commrerce and Consuner Affairs. Though it is
uncl ear whether the copy of the application/registration is

a photocopy maintained in petitioner's own files or issued

11
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by the state of Hawaii, we accept this as an official record
and have considered it.

The three ot her pages submtted as exhibit F to the
notice of reliance, however, have not been considered, as
they do not appear to be anything nore than docunents
prepared by petitioner for filing with a governnent agency
and bear no evidence of actual filing. See TBMP Section
704.07 (2d ed. rev. 2004) and cases cited therein.

In sum all that we consider to have been properly
entered into the record by petitioner's notice of reliance
are a photocopy of a newspaper advertisenent fromthe Apri

21, 1994 edition of the Los Angel es Tines, discussing

petitioner's TERM OQUT product and a featuring a photo
thereof, and petitioner's Hawaii state registration on May

1, 2003 of TERMOUT as a trade nanme, which specifies the term
of registration to run fromMay 1, 2003 through April 30,
2004.

Next we consider petitioner's subm ssion of the
transcript of the deposition of David MIler taken on
written questions.

A party proposing to take a deposition on witten
questions nust file and serve notice of the proposed
deposition within 10 days of the opening of its testinony
period. A copy of the questions to be answered by the

W t ness must acconpany the copy of the notice served on the

12
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adverse party. See Trademark Rule 2.124(b), 37 CF.R 8
2.124(b). The MIler deposition was noticed on January 9,
2004 and taken on January 20, 2004 over the course of |ess
than 25 mnutes. This was inproper under Tradenmark Rul e
2.124, insofar as it was premature. A party receiving
notice that an adverse party wi shes to take a deposition on
written questions has 20 days fromthe date of service of
the notice to serve cross questions. See Tradenmark Rul e
2.124(d) (1), 37 CF.R § 2.124(d)(1).

Respondents, in their subm ssion of their "testinony,"
and later in their brief, made clear that they would have
i ked to have had questions of their own answered by the
wWtness. Petitioner's taking of the deposition on witten
questions was inproper. Moreover, it cannot be justified by
the brief delay of respondents in noting their
di ssatisfaction with their exclusion fromthe process, i.e.,
the del ay between the taking of the deposition and their
statenent of their objections during their testinony period.
Accordi ngly, we have not considered petitioner's inproperly
t aken deposition on witten questions.

Respondents’ registration is presuned valid and
petitioner bears the burden of proving its claimby a

preponderance of the evidence. Cerveceria Centroanericana

S.A v. Cerveceria India Inc., 892 F.2d 1021, 13 USPQd

1307, 1309 (Fed. G r. 1989); see also, Martahus v. Video

13
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Duplication Services Inc., 3 F.3d 417, 27 USPQ2d 1846, 1850

(Fed. Cr. 1993). dven the legally identical nature of the
i nvol ved marks and the legally identical nature of the

i nvol ved goods, the likelihood of confusion anbng consuners
is clear. The burden to be borne by petitioner, however,
includes the critical elenent of proving its prior and

conti nuous use of a trademark at common | aw. Hydro-Dynam cs

Inc. v. George Putnam & Conpany, Inc., 811 F.2d 1470, 1

UsP2d 1772, 1773 (Fed. Cir. 1987) ("In the usual case the
decision as to priority is made in accordance with the
preponderance of the evidence.").

On the adm ssi bl e evidence of record, which consists of
a single printed publication showing only that petitioner
advertised its TERM QUT product in the April 21, 1994

edition of the Los Angeles Tines, and an official record

show ng that petitioner registered TERMOUT as a trade nane
in Hawaii for the period of May 1, 2003 through April 30,
2004, petitioner has failed to establish by a preponderance
of the evidence that it should prevail on the issue of
priority.

The Los Angel es Tines advertisenent includes a

phot ograph of applicant's product show ng trademark use of
its asserted mark, but the advertisenent does not establish
that the goods were sold in comerce, only that they were

offered for sale in 1994. Even if we inferred fromthe

14
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advertisenent and photograph that petitioner had, in 1994,
made actual sales of its product bearing the trademark, or
if we considered the advertisenent to establish use

anal ogous to trademark use, there is no adm ssi bl e evidence
to show use of the mark in any manner subsequent to 1994 and
prior to respondent's priority filing date in 1999.

Clearly, such a period of non-use presents a prima facie
case of abandonnent. In addition, because petitioner has
been on notice during this case that respondent questioned
whet her petitioner's trademark use has been continuous -

i ndeed, petitioner even noved for summary judgnent on this
issue — its failure to provide sufficient, adm ssible

evi dence of prior and continuous use of TERM QUT, as a mark
or in any manner sufficient to prove priority, is fatal to

petitioner's case. Cf. West Florida Seafood Inc. v. Jet

Restaurants Inc., 31 F.3d 1122, 31 USPQR2d 1660, 1666 (Fed.

Cr. 1994)(plaintiff not put on proper notice of allegation
of abandonnent).

As to the evidence show ng petitioner registered
TERMOUT (wi thout a hyphen) as a trade nane in 2003, this is
a date well after respondent's priority filing date. Even
under the West Florida Seafood decision, supra, which
instructs that the Board nust | ook at adm ssi bl e evidence
"as a whole, as if each piece of evidence were part of a

puzzl e which, when fitted together, establishes prior use,"”

15
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31 USP2d at 1663, we do not find that the fitting together
of petitioner's 1994 advertisenent of a TERM QUT product and
its 2003 registration of TERMOUT as a trade nane nakes a
conpl ete puzzle establishing priority. As petitioner's
proof of priority is insufficient for it to bear its burden
of proof, it cannot prevail on its claimunder Section 2(d)
of the Trademark Act.

Deci sion: The petition for cancellation is denied.
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